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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on 8/17/2009 
has been entered. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 5, 7-8, 11,13, 15-26, and 28-29 are rejected under 35 U.S.C. 102(b) 
as being anticipated by lida et al. (JP-7-1 38048). 

Regarding claims 1, 5-8, 11-13, 15-19, 28-29, lida discloses an ultraviolet light 
heat screening glass comprising a dielectric layer having a thickness of 10 to 300 nm as 
a 2n layer (n = 1 , 2, 3,...) and a dielectric layer having a refractive index higher than the 
refractive index of the 2n layer is further provided thereon in a thickness of 10 to 300 nm 
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as a 2n+l layer (n - 1 , 2, 3, ...) (see claim 1 ). The 2n layer and the 2n+l layer are formed 
of an oxide such as silicon, titanium, aluminum, zirconium, or a composite oxide or an 
oxynitride thereof (see claim 2). The 2n layer and 2n+1 layer can be considered as 
either a functional layer or an intermediate layer. The 2n layer and 2n+1 layer can 
comprise the combination of titanium and aluminum oxide. The low refractive index 
layer is a dielectric film preferably having a refractive index of 1 .55 or less. The high 
refractive index layer is a dielectric film preferably having a refractive index of 1 .65 or 
more. 

Regarding claims 20-22, it should be noted that claims 20-22 are product-by- 
process claims. Even though product-by- process claims are limited by and defined by 
the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process." In re Thorpe, 777 F.2d 695, 698,227 USPQ 964,966 (Fed. Cir. 1985). In this 
case, since lida discloses the same product as claimed, lida anticipates the claimed 
product limitations even through the product disclosed by lida may be made by a 
different process. 

Regarding claims 23-26, the claims recite recitations "usable as a coating for 

" The claims recitations have not been given patentable weight because the 

recitation occurs in the preamble. A preamble is generally not accorded any patentable 
weight where it merely recites the intended use of a structure, and where the body of 
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the claim does not depend on the preamble for completeness but, instead, the structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). The 
recitations of the intended use as claimed in the present application do not result in a 
structural difference between the claimed layer system and the prior art. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
lida et al., as applied to claims 1 and 8 above, and further in view of Araki et al. (JP 11- 
149063). 

As stated above, lida discloses the same layer system as recited in claims 1 and 
8. lida does not disclose that at least one of the functional layer and the intermediate 
layer to have equal refractive indexes as recited in claims 6 and 12. 

Araki teaches that it is known that in order to improve adhesion between layers 
while maintaining optical characteristics, a layer to be applied between layers is allowed 
to have the same refractive index as other layers (see [0026] of Reference 4). 

Therefore, it would have been obvious to one of ordinary skill in the art to make 
at least one of the functional layers having a refractive index equal to the refractive 
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index of at least one of the intermediate layers in order to improve adhesion while 
maintaining optical characteristics, as suggested by Araki. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ling Xu whose telephone number is 571-272-7414. The 
examiner can normally be reached on 8:00 am- 4:30 pm, Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Ling Xu 

Primary Examiner 
Art Unit 1794 

/Ling Xu/ 

Primary Examiner, Art Unit 1794 
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